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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-16, 18 and 19, drawn to a shielding box, classified in class 174, 
subclass 35R. 

II. Claims 17 and 20, drawn to a shielding method, classified in class 29, 
subclass 887. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions II and I are related as process of making and product made. The 

inventions are distinct if either or both of the following can be shown: (1 ) that the 

process as claimed can be used to make another and materially different product or (2) 

that the product as claimed can be made by another and materially different process 

(MPEP § 806.05(f)). In the instant case the product as claimed can be made by another 

different process other than having a metal thin film formed-by physical deposition. 

Because these inventions are independent or distinct for the reasons given 

♦ 

above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

Because these inventions are independent or distinct for the reasons given 
above and the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 
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During a telephone conversation with Mr. Robert C. Faber on 3/24/06 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-16, 18 and 19, Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 1 7 and 20 are withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). Receipt is acknowledged of papers submitted under 35 
U.S.C. 119(a)-(d), which papers have been placed of record in the file. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 5/27/05 is being 
considered by the examiner. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9 and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 9 recites the limitation "the partition walls" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 1 recites the limitation "the case and the wiring board" in lines 2-4. There 
is insufficient antecedent basis for this limitation in the claim. 

is 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 5-7, 10-13 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by MacDonald et al. (US 6,195,267 B1). 

Regarding claim 1 , MacDonald et al . disclose a shielding box (20, fig. 1 ) 
comprising a molded body (20) having a box shape (fig. 1), the molded body (20) 
comprising: a bottom wall (24; fig. 2); side walls (22) formed to rise from the outer 
peripheries of the bottom wall (fig. 2); and an opening described by the edges of the 
side walls opposite the bottom wall (figs. 1 , 2), the side walls being connected to the 
bottom wall through elastic connectors (fig. 2) formed to act as plate springs with 
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respect to the bottom wall, and at least one of the inner surface and outer surface of the 
molded body being electrically conductive (28; col. 3, lines 36-40). 

Regarding claim 2, MacDonald et al. disclose a shielding box (20) for blocking 
electromagnetic waves that is housed in a case and covers electronic circuits on a 
wiring board (10), the shielding box (20) comprising a molded body (20) having a box 
shape (FIG. 1), the molded body (20) comprising: a bottom wall (24; Fig. 2); side walls 
(22) formed to rise from the outer peripheries of the bottom wall (fig. 2); and an opening 
(not marked, but clearly seen in fig. 2) described by the edges of the side walls opposite 
the bottom wall (fig. 2); at least one of the inner surface and outer surface of the molded 
body having a metal thin film (28) formed by physical deposition; and the ends of the 
side walls (22) at the opening side making contact with the wiring board while a portion 
of the shielding box being pressed by an inner wall of the case elastically deforms when 
securing the shielding box and the wiring board (fig. 2). Note that the method of 
forming the device (i.e. "the molded body having a metal thin film formed by physical 
deposition" (emphasis added)) is not germane to the issue of patentability of the device 
itself. Therefore, this limitation has not been given patentable weight. During 
examination, the patentability of a product-by-process claim is determined by the 
novelty and non-obviousness of the claimed product itself without consideration of the 
process for making it, which is recited in the claim. In re Thorpe, 227 USPQ 964 (Fed. 
Cir. 1985). 

Regarding claim 5 (Original), as best understood by the Examiner, MacDonald et 
al. disclose the shielding box (20) according to claim 1 , wherein the elastic connectors 
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(fig. 2) comprise a rising portion (not marked, but clearly seen in fig. 2) that rises once 
from the bottom wall toward the opening and a horizontal portion (not marked, but 
clearly seen in fig. 2) that extends in parallel to the bottom wall (fig. 2), connecting the 
end of the rising portion opposite the bottom wall and the opposite end of the side wall 
(fig. 2) or the partition wall. 

Regarding claim 6 (Original), MacDonald et al. disclose the shielding box (20) 
according to claim 5, wherein when the distance of the horizontal portions of the elastic 
connectors is H and the height of the rising portions is V, H >= V (fig. 2). 

Regarding claim 7 (Original), as best understood by the Examiner, MacDonald et 
al. disclose the shielding box (20) according to claim 1 , wherein the thickness of the 
side walls and/or the partition walls is 1 mm or less (col. 3, lines 40-45). 

Regarding claim 10 (Original), the method of forming the device (i.e. "the molded 
body is formed by molding from one sheet ofmateriaf (emphasis added)) is not 
germane to the issue of patentability of the device itself. Therefore, this limitation has 
not been given patentable weight. During examination, the patentability of a product-by- 
process claim is determined by the novelty and non-obviousness of the claimed product 
itself without consideration of the process for making it, which is recited in the claim. In 
re Thorpe, 227 USPQ 964 (Fed. Cir. 1985). 

Regarding claim 1 1 (Original), as best understood by the Examiner, MacDonald 
et al. disclose the shielding box (20) according to claim 1, wherein the free height of the 
shielding box is larger than a gap formed between the inner surface of the case and the 
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wiring board facing each other, the gap being in the space surrounded by the case in 
which the shielding box is housed and the wiring board (fig. 2). 

Regarding claim 12 (Original), MacDonald et al. disclose the shielding box (20) 
according to claim 2, wherein the side walls (22) are connected to the bottom wall (24) 
through elastic connectors (fig. 2) formed to function as plate springs with respect to the 
bottom wall (fig. 2). 

Regarding claim 13 (Original), the method of forming the device (i.e. "the metal 
thin film from physical deposition is formed by using a facing target-type sputtering 
apparatus" (emphasis added)) is not germane to the issue of patentability of the device 
itself. Therefore, this limitation has not been given patentable weight. During 
examination, the patentability of a product-by-process claim is determined by the 
novelty and non-obviousness of the claimed product itself without consideration of the 
process for making it, which is recited in the claim. In re Thorpe, 227 USPQ 964 (Fed. 
Cir. 1985). 

Regarding claim 15 (Original), MacDonald et al. disclose the shielding box (20) 
according to claim 2, wherein the metal thin film (28) is made from a plurality of metals 
(col. 3, line 39). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvbus at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

Claims 3, 9 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over MacDonald et al. (US 6,195,267 B1) in view of Nestor et al. (US 2005/0231932 
A1). 

Regarding claim 3 (Currently Amended), MacDonald et al. disclose the shielding 
box (20) according to claim 1 , except for having partition walls dividing its interior into a 
plurality of cells, the partition walls connected to the bottom wall through elastic 
connectors formed to act as plate springs with respect to the bottom wall. Nestor et al. 
teach that it is known to have partition walls as set forth at paragraph [0025]. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to have the shielding box of MacDonald et al. with partitions walls, as taught by 
Nestor et al. in order to shield individual components in each chamber created by the 
partition walls. 
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Regarding claim 9 (Original), as best understood by the Examiner, the modified 
MacDonald et al. disclose the shielding box (20) according to claim 1, wherein the 
partition walls (fig. 1 of Nestor et al.) are divided into a plurality of pieces by slits (130 in 
fig. 1 of Nestor etal.). 

Regarding claim 18 (New), MacDonald et al. disclose the shielding box (20) 
according to claim 2, except for having partition walls dividing its interior into a plurality 
of cells, the partition walls connected to the bottom wall through elastic connectors 
formed to act as plate springs with respect to the bottom wall. Nestor et al. teach that it 
is known to have partition walls as set forth at paragraph [0025]. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
have the shielding box of MacDonald et al. with partitions walls, as taught by Nestor et 
al. in order to shield individual components in each chamber created by the partition 
walls. 

Claims 4, 8, 14, 16 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over MacDonald et al. (US 6,195,267 B1). 

Regarding claim 4 (Original), MacDonald et al. disclose the shielding box (20) 
according to claim 1 , except for the shear modulus of elasticity of the material 
constituting the molded body ranges from 10 A 5 to 10 A 9 Pa. The shielding box of 
MacDonald et al. is comprised of plastic such as polyetherimide or other suitable 
plastics, which it is well known that plastics have a certain range of shear modulus of 
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elasticity. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have the shielding box of MacDonald et al. have a shear 
modulus of elasticity of the material constituting the molded body ranges from 10 A 5 to 
10 A 9 Pa, since it has been held that, where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

Regarding claim 8 (Currently Amended), MacDonald et al. disclose the shielding 
box (20) according to claim 1 , except for the surface resistance of at least one of the 
inner surface and the outer surface of the molded body ranges from 10 A 1 to 10 A -2 Q/d. 
The shielding box of MacDonald et al. is comprised of plastic such as polyetherimide or 
other suitable plastics, which it is well known that plastics have a certain range of 
surface resistance. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have the shielding box of MacDonald et al. have a 
surface resistance of at least one of the inner surface and the outer surface of the 
molded body ranges from 10 A 1 to 10 A -2 Q/a, since it has been held that, where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Regarding claim 14 (Original), MacDonald et al. disclose the shielding box (20) 
according to claim 2, except for wherein the surface resistance of at least one of the 
inner surface and the outer surface of the molded body ranges from 10 A 1 to 10 A -2 10 A 1 
to 10 A -2 Q/a, and the relationship between the thickness T (nm) and the surface 
resistance R (Q/d) of the metal thin film satisfies the condition T x R < 200 in a range of 
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20 < T < 200. The shielding box of MacDonald et al. is comprised of plastic such as 
polyetherimide or other suitable plastics, which it is well known that plastics have a 
certain range of surface resistance. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have the shielding box of 
MacDonald et al. have a surface resistance of at least one of the inner surface and the 
outer surface of the molded body ranges from 10 A 1 to 10 A -2 10 A 1 to 10 A -2 Q/d, and the 
relationship between the thickness T (nm) and the surface resistance R (Clio) of the 
metal thin film satisfies the condition T x R < 200 in a range of 20 < T < 200, since it has 
been held that, where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re 
Alter, 105USPQ233. 

Regarding claim 16 (Original), MacDonald et al. disclose the shielding box (20) 
according to claim 2, except for the metal thin film being a brass thin film. It is well 
known to use brass as a shielding against electromagnetic waves. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
have the shielding box of MacDonald et al. to have a metal thin film being a brass thin 
film instead of the nickel or gold metal film stated by MacDonald et al., since it has been 
held to be within the general skill of a worker in the art to select a known material on the 
basis of its suitability for the intended use as a matter of obvious design choice. In re 
Leshin, 125 USPQ416. 

Regarding claim 19 (New), MacDonald et al. disclose the shielding box (20) 
according to claim 2, except for the surface resistance of at least one of the inner 
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surface and the outer surface of the molded body ranges from 10 A 1 to 10 A -2 Cl/a. The 
shielding box of MacDonald et al. is comprised of plastic such as polyetherimide or 
other suitable plastics, which it is well known that plastics have a certain range of . 
surface resistance. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have the shielding box of MacDonald et al. have a 
surface resistance of at least one of the inner surface and the outer surface of the 
molded body ranges from 10 A 1 to 10 A -2 Cl/a, since it has been held that, where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Jakob et al. (US 6,781,847 B2) disclose a housing for an electric 
device. Gabower et al. (US 6,624,432 B1) disclose an EMI apparatus. Bachman (US 
6,483,719 B1) discloses an EMI shielding. Kobayashi et al. (US 6,407,925 B1) disclose 
an EMI casing. Flegeo (US 6,384,324 B2) discloses an EMI shielding. Holmberg et al. 
(US 6,178,318 B1) disclose a shielding housing. Venant (US 6,137,692) discloses a 
shielding screen. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adolfo Nino whose telephone number is (571) 272- 
1981. The examiner can normally be reached on M-F (7:30-5:00). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean A. Reichard can be reached on (571 ) 272-2800 ext. 31 . The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the . 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

AN 





DEAN A. 

SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 



